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Tue Unrrep States Trape-MARK ASSOCIATION 


522 Fifth Avenue, New York, N. Y. 


An Organization for the 
Protection of Trade-Marks and Trade-N ames 


The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization, under the laws of the State of New York, 
petiorm the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 


During its sixty-five years of existence the Association has been accumulating’ compre- 
hensive records, files and a general library of information on trade-mark matters: Members or 
their counsel have access to these records at any time... 


DISTRIBUTION OF TRADE-MARK INFORMATION 


From the trade-mark data.on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of admimistrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The ae te 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” 
frequent “Legal Reports,” distributes valpanie and timely trade-mark information and pier 
among ‘its members. 


LEGISLATIVE ACTIVITIES 


In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws déemed adverse to their 
interests, the Association places. its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 


In addition to the foregoing general services, the Association is ‘prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff's time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not oe or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 


The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys; This makes 
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PART I 


“CONDITIONAL RELIEF” IN TRADE-MARK INFRINGEMENT AND 
UNFAIR COMPETITION CASES 


(The case of Hartman v. Cohn) 


By Walter J. Derenberg 


It has occasionally been observed that it is not always in the interest of the public 
to deny relief in a trade-mark or unfair competition action solely because of the fact 
that the plaintiff himself is found guilty of misrepresentation in the advertising and 
selling of his own product. Thus, Nims in the third edition of his text on Unfair 
Competition says at p. 33: 


There is yet much progress to be made, for we still apply the doctrine of laches and 
unclean hands in these cases. To continue a status in which great numbers of the public 
are hoodwinked into accepting goods they do not ask for or want, merely because the 
plaintiff has been lazy about defending his trade-mark or himself has been guilty of fraud 
is to admit a most discouraging lack of capacity in the court for administering practical 
justice. 


In the early case of Hillson Co. v. Foster, 80 F. 96, the court suggested for the 
first time that it may be more consonant with the protection of the general public to 
enjoin both parties rather than deny the plaintiff relief and thus in effect perpetuate 
the fraud committed by both parties upon the public. The court concluded, however, 
that this salutary principle had not yet found recognition in our law and that, there- 
fore, it remained the duty of the court to apply the traditional unclean hands doctrine 
as laid down in such cases as Manhattan Medicine Co. v. Wood, 108 U.S. 218. The 
suggestion that in appropriate cases both parties may be enjoined or that at least 
relief to the plaintiff should be conditioned upon his changing his own objectionable 
advertising practices was renewed in the writer’s book on Trade-Mark Protection 
and Unfair Trading. It was there said on p. 663: 


In case of gross misrepresentation, it would appear to be sounder policy for the courts 
to enjoin both parties from continuing their unfair practices; in a case like that of “Syrup 
of Figs,” it would have been adequate to enjoin the defendant from any further use or 
imitation of plaintiff's mark or get-up and at the same time to have required the plaintiff 
to clearly make known the real ingredients of his product. 


It appears, however, that until recently no appellate court in this country actually 
adopted this suggestion. On the contrary, it was said as recently as May, 1944, in 
Best Foods, Inc. v. General Mills [34 T.-M. Rep. 278] (D.C. Del.) that “to date 
courts have not, however, adopted the expedient of enjoining both parties; this 
result is partly due no doubt to our adversary system of litigation.” This statement 
was made in the Best Foods case despite the fact that the court fully realized the 
other inroads made upon the application of the unclean hands doctrine in trade-mark 
and unfair competition cases in recent years. Today the doctrine is clearly limited 
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to such conduct of the plaintiff as is directly related to the very practices which he 
is trying to enjoin.” 

Moreover, under the doctrine of such cases as Coca-Cola v. Koke Co., 254 U. S. 
143 [10 T.-M. Rep. 441] and Le Blume Import Co. v. Coty, 293 F. 233 [13 T.-M. 
Rep. 233] it is now well settled that even literal misrepresentations on the plaintiff's 
part may be disregarded if his mark as actually used has acquired a secondary mean- 
ing. Inthe Best Foods case, supra, the court, while admitting the defense of unclean 
hands on a motion to dismiss, reserved the plaintiff’s right to establish that there 
was no misrepresentation on his part because of a secondary meaning which he had 
been able to build up in the public’s mind. 

We are not here concerned with such cases as the Coca-Cola or L’Origan cases, 
supra, where the plaintiff's misrepresentations were found not actually misleading 
because the public had become accustomed through the name’s secondary meaning 
to expect a certain well-known product with certain specific characteristics and 
effects regardless of the literal meaning of the mark or the method of advertising. 
The question of “conditional relief” can arise only in situations where the plaintiff's 
misrepresentations are found both relevant and actually detrimental to the public. 
As stated above, no appellate court has in the past gone so far as to grant the plain- 
tiff relief against trade-mark infringement or unfair competition on condition that 
he himself purge himself of his fraudulent conduct within a designated period. The 
only instance in which an attempt was made in this direction was the well-known 
“4711” case, Mulhens & Kropff v. Ferd Muelhens, Inc., 43 F. (2d) 937 [21 T.-M. 
Rep. 423] (1930). The district court held in that case that the plaintiff who had 
bought the “4711” trade-mark from the Alien Property Custodian was entitled to an 
injunction against the former German owner of the mark who had reopened his busi- 
ness in this country, despite the fact that plaintiff had not acquired knowledge of the 
secret formula used in the manufacture of the article and was, therefore, deceiving 
the public by not mentioning this lack of knowledge of the recipe in connection with 
the sale of the “4711” product. Instead of dismissing the complaint as the court 
would have been required to do under the traditional unclean hands doctrine, the 
court conditioned the granting of injunctive relief upon an affirmative mandate 
charging the plaintiff to enlighten the American public within a designated period. 
The court requested the plaintiff to include with the sale of its product a circular 


containing a clause retracting the false assertion. In reaching its conclusion the 
court said: 


Full protection of the public in the circumstances of this case requires that the granting 
of such relief be conditioned on further measures to correct the impression created by the 
former false advertisements. 


Upon appeal to the Circuit Court of Appeals, however, the district court’s decree 


1. The extreme to which unfair competitors try to extend the application of the unclean 
hands doctrine is strikingly shown by a recent New York case decided on December 19, 1944, 
Smiling Irishman v. McDonald. An injunction was sought to enjoin defendant from using the 
name “Happy Irishman” in connection with a second-hand automobile business. The defendant 
earnestly urged the court to refuse relief to the plaintiff because the latter was not “of total 
Irish extraction” (his name being Holzer). He contended that in appropriating the name 
“Smiling Irishman” plaintiff was guilty of a fraud upon the public and did not come into equity 
with clean hands. Of course, the court did not consider the use by the plaintiff of the designa- 
tion “Smiling Irishman” a relevant misrepresentation or in fact a “misrepresentation” at all. 
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granting conditional relief was set aside and the plaintiff's action was dismissed 
because of the misrepresentation made by him to the public. The appellate court did 
not even dismiss the plaintiff’s action “without prejudice” to the institution of a new 
suit “whenever complainant shall have put an end to the misleading misrepresenta- 
tions.” (Actually plaintiff alleged that it had abandoned the objectionable practices 
after the bill of complaint had been filed.) Such dismissal without prejudice had been 
granted in numerous federal cases before that time. 

Thus, in Diamond Crystal Salt Co. v. Worcester Salt Co., 221 F. 66 (CCA 2d) 
[5 T.-M. Rep. 214], the complaint was dismissed without prejudice to file a new 
bill “if it [plaintiff] shall have shown that all untruthful advertising . .. . has been 
abandoned.” Likewise in Gaines v. Turner-Looker Co., 204 F. 553, 559 (CCA 6) 
[3 T.-M. Rep. 311] the court said: “We are not satisfied that complainant had 
discontinued all the misleading representations,’ and then dismissed the complaint 
without prejudice to institute a new suit “whenever complainant shall have put an 
end to the misleading misrepresentations.” In Moxie Nerve Food Co.v. Modox Co. 
(CC) 153 F. 487, aff'd 162 F. 649 (CCA 1) injunctive relief was granted in a new 
suit filed only 30 days after the dismissal of the earlier suit because of plaintiff’s 
misrepresentations and only 15 months after discontinuance of the old advertising. 

It is against this background that the recent case of Hartman v. Cohn, 38 Atl. 
(2d) 19 (June, 1944) must be considered. (The case is reported in this issue at 
p. 18, Part II. It is also commented upon in 43 Mich. L. R. 409, October, 1944.) 
Here the Supreme Court of Pennsylvania rather than dismissing the complaint “with- 
out prejudice” granted injunctive relief conditioned upon the plaintiff’s changing his 
own advertising practices. It appeared that plaintiff had conducted a tailor shop 
under the name “Dundee Woolen Mills, Custom Tailors” for 26 years in a small 
town. On the front of the store appeared the slogan “No Middleman’s Profits” 
although the shop was neither owned by a woolen mill nor conducted in any manner 
which would have justified such statement. Defendant operated a nationwide chain 
store establishment under the name of “Dundee Clothes” and recently opened a 
store in plaintiff’s territory. Plaintiff then brought suit in equity to enjoin the 
defendant from using the name “Dundee.” The lower court held that the plaintiff 
should be granted injunctive relief despite the fact that he had come into equity with 
unclean hands but that such relief should be conditioned upon his “cleansing his 
hands” by omitting any reference to the word “Mills” in his trade-mark and by 
deleting the slogan “No Middleman’s Profits.” The lower court’s decree was 
affirmed by the Supreme Court of Pennsylvania in a unanimous opinion. The decree 
as affirmed by the Supreme Court enjoined the defendant from using the trade-mark 
“Dundee” on the following conditions : 


(a) his registering himself in the fictitious name register in the Office of the Prothonotary 
of Berks County as “Dwight Hartman,” trading as “Dundee Tailors,” or some other 
appropriate legend containing the name “Dundee,” but excluding the word “Mills,” (b) his 
altering his shop signs, stationery, package legends, labels and other features in which his 
trade-name appears to conform with the directions contained in (a) hereof, and (c) his 
ceasing to use the word “Mills,” and the slogan “No Middleman’s Profits,” in connection 
with his business. 


The defendant’s claim that plaintiff was not entitled to any relief because of his 
deceptive practices was flatly rejected by the court. 
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It thus appears that added emphasis has recently been placed on the protection 
of the public in cases of this kind through the device of making relief in unfair com- 
petition and trade-mark cases conditioned upon the plaintiff’s eliminating or changing 
any deceptive practices on his own part which are directly related to the relief which 
he himself is seeking. There would seem to be no need in cases of this kind to 
dismiss the complaint “without prejudice” when the same ultimate result can be 
reached upon the original application for an injunction. It is to be hoped that other 
courts may soon follow the lead of the Pennsylvania Supreme Court and render 
protection against unfair competition more effective through the medium of con- 
ditional relief. 


PROTECTION OF BUSINESS NAMES IN ARGENTINA 


Writing in Patentes y Marcas (Buenos Aires) our associate editor, Dr. Martin 
Wassermann, illustrates the above caption by reporting two decisions of the Argen- 
tine courts, rendered on December 31, 1940, which decisions, though dealing with 
almost identical facts, proved to be mutually contradictory. In reporting the case, 
the author has this to say: 


“As the litigation was between the same parties, although operating under dif- 
ferent guises, and in each case the judge was aware of the decision in the other, it 
is obvious that the disparity is not due to a difference in the facts, but wholly to a 
difference in judicial opinion, all of which is an eloquent testimony to the fact that 
the law in the matter is susceptible of conflicting interpretations. 

“Briefly summarized, the case was as follows: The S. A. Hermes (Sociedad 
Anonyme=Corporation) established in Paris, is the owner of a business founded 
some hundred years ago by one Thierry Hermes and continued by his descendants 
down to a great grandson, who in 1938 changed it into a corporation, of which he 
is now president. There had been registered in his favor in the Argentine Patent 
Office, dated December 16, 1927, two marks, Nos. 105,426 and 105,427 in Classes 
16 and 19, containing the name ‘Hermes.’ Through failure to renew, both marks 
lapsed on December 17, 1937. 

“Pablo Nasute, a merchant of Buenos Aires, who had been carrying on a busi- 
ness with his brothers, Antonio and Nicholas, afterwards withdrew from the part- 
nership and established with his sons a limited company under the name ‘Sociedad 
Hermes de Resp. Ltda.,’ which name was duly recorded in the register of such com- 
panies on October 3, 1938. This company began business on Florida Street, and 
placed on its street front the name ‘Hermes’ and the notation ‘Paris-Buenos Aires’ 
(which was later removed). Before recording his business name, Nasute had filed 
on June 3, 1938, application to register the word ‘Hermes’ in Class 16, together with 
the design of a caduceus. No opposition developing, the registration was granted 
on September 10, 1938, under No. 177,290. A few days later, Nasute wrote a 
letter to the Paris house, asking them for the agency thereof in the Argentine. This 
not being successful, he informed them of the registration of his mark, and in a 
third letter dated November 3, 1938, intimated that they (the Paris house) were 
not to export to Argentina any product in Class 16 bearing the mark ‘Hermes’ on 
penalty of immediate confiscation of the goods so marked. 
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“Nasute carried out the threat. When a correspondent of the French house, 
Boudgoust by name, arrived in Buenos Aires, and stopped at a hotel, bringing with 
him some forty cards and other articles, all with the word ‘Hermes’ and the address 
‘Paris, 24 Faubourg St. Honoré,’ Nasute requested the confiscation of these objects, 
which was granted, accusing the correspondent of imitation, usurpation and falsifi- 
cation of his mark No. 177,290. 

“The Paris house of Hermes, Inc., being apprised that its original registrations 
had lapsed, applied to register new marks in Classes 16 and 19, which contained 
the word ‘Hermes,’ and the Argentine firm filed opposition. The French house 
then brought against the latter an action for (a) unlawful use of the business name 
and style ‘Hermes,’ and for unfair competition; (b) cancellation of mark No. 
177,290; (c) opposition to the new applications ; and (d) costs and damages. 

“Passing over the weighty defenses and arguments of the parties, suffice it to 
mention the extraordinary fact that in both suits the judges found for the plaintiff, 
and in the correctional judgment the accused Boudgoust was condemned to a prison 
sentence, fine and indemnity, while by the decision in the civil suit, rendered the 
same day, the mark 177,290 was declared null and void and its use prohibited to 
its owner. 

“Of the very detailed grounds advanced for both decisions we are interested 
only in those devoted to the purely judicial problem of the protection of the business 
name, and in this respect the two decisions are totally contradictory. In the criminal 
suit, the judge denies the French house any protection on the ground that it did not 
have a branch established in Argentina, wherefore ‘it lacks any right to invoke the 
protection which law No. 3975 grants to industrialists and merchants who, in accord- 
ance with Arts. 42 and 47, carry on their activities in Argentine territory.'-—Citing 
the case of Art Metal Construction Co. v. Juan T. Kerrin, Patentes y Marcas, 
1926, p. 147. 

“The court said : 


“ 


‘I consider it unacceptable from every viewpoint to grant a right of priority to the 
dealer carrying on business abroad as against one located in this country. The business 
carried on by the Paris Hermes house in the Republic has always been surreptitious, 
trailing the law, and evading in different ways the imposts with which the treasury sup- 
ports the administration of public affairs. It has not even been able to prove how its goods 
enter the country, according to customs house officials. The Hermes Corporation of Paris 
—whose existence is not listed as such in the records—is only connected with some dozen 
families who are accidentally residing in Europe, and when this is not the case, it trades 
with them from a hotel room to their respective homes, without complying with any 
Argentine law. The defendant, on the other hand, has established his business and regis- 
tered it in accordance with our laws and regulations, has complied with the trade-mark 
law and, with an open store on Florida Street, it is unnecessary to examine how he will 
be able to meet all the taxes incident to a business of this kind. He has a right to claim 
the protection of the power of the State. This aspect of the case is, for me, fundamental 
and decisive.’ 


“On the other hand, the judge in the civil suit had this to say: 


“Tt is necessary to render a three-fold decision: 

“(a) All the articles cited in the matter of commercial names make no distinction 
between foreign and Argentine companies; therefore, where the law does not distinguish, 
the court cannot do so by using a criterion more political than judicial—the defense of 
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Argentine companies as against foreign firms—introduces a distinction which neither the 
text nor the spirit of our laws authorizes. 

“(b) Even from the viewpoint of the legislator, if not of the judge, of as much interest 
as the protection of the Argentine producer or dealer should be that of the Argentine 
consumer, whom no one prohibits from owning imported goods, and who should be pro- 
tected so far as possible from confusion as to the origin of the products. 

“(c) Art. 285 of the Commercial Code authorizes foreign companies legally consti- 
tuted in their country and which do not have a branch in the Republic, or any kind of 
representation, to ‘carry on in this country the corresponding acts of commerce which are 
not contrary to the national law.’ ‘The corresponding acts of commerce’ are above all 
the proper objects of each society. This activity assuredly should be carried on under its 
own name and this should therefore be protected. If it should be argued that the plaintiff 
has not complied with the provisions of Art. 287 of the Commercial Code, it may be 
observed that this non-compliance does not create any incapacity to act in defense of his 
own rights and interests, nor can it benefit third parties. 

“Tf the foreign company, although not having a branch, has used its name with priority 
by maintaining a regular trade—not an isolated act of commerce—using advertising, etc., 
the court believes that its foreign status does not cancel its right to invoke the laws which 
safeguard its name. Neither must we lose sight of the fact that both in the matter of marks 
and of names, the law, apart from the rights of the owner of the one or the other, has the 
duty to protect the interest of the consuming public. 

“‘All this proof leads the mind of the court to the conviction that the plaintiff has 
done business in the Republic with the regularity necessary for its name to be considered 
here, as provided by law, a property deserving of protection and not a res nullius.” It 
may not have had a branch here, but if an agent, who in its name and on its account has 
received consignments, and, as the Commercial Code provides, ‘the consent given to a 
mandatory or agent for an act of commerce obligates him who gives it, even before it is 
forwarded to the one who ordered the messenger,’ makes the contracts made by the 
latter have the Argentine Republic as the locus of their planning and execution. All the 
foregoing proves the right and interest of the plaintiff to take action in defense of his 
name.” 
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“Based on the above considerations, the judge in the civil suit found for the 
plaintiff, rejecting only the claim: for damages for lack of proof. 

“The decision of the judge in the civil suit was affirmed by the Federal Chamber 
on May 12, 1941, which at the same time reversed the decision in the criminal action, 
and the decision was affirmed by the Supreme Court on May 22, 1943.’ 
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THE UNITED STATES TRADE-MARK ASSOCIATION AND THE 
LANHAM TRADE-MARK BILL 





In its work of promoting the interests of trade-mark owners (see Reporter, vol. 
43, pp. 3-9) the Association as far back as 1928 took an active part in framing the 
Vestal Trade-Mark Bill, the progenitor of the present Lanham Bill, and in taking 
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steps to effect its enactment into law. At the annual meeting of the Association held 

ie in January, 1928, the secretary reported that a measure providing for a federal 
tH trade-mark law had been drawn up by Mr. Stoughton Bell, of Boston, then a director 
ith of the Association, and would be introduced in the Senate by Senator Walsh of 
| Massachusetts. Three years later, as noted in a Bulletin article, this bill was still 


awaiting action by the Senate Committee on Patents. 





| | 1. Patentes y Marcas, July, 1944, p. 147. 
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After nearly ten years had elapsed—during which period Congress, occupied 
with what it considered more weighty matters, failed to take further action—interest 
in a new federal trade-mark statute revived in the summer of 1940, both among 
trade-mark and legal circles. It had long been apparent and it was generally felt that 
the action of 1905 did not fully meet the needs of present-day business, nor com- 
pletely carry out our treaty obligations with other nations. In common with other 
national organizations, the United States Trade-Mark Association aligned itself 
with those favoring a revision of the federal law, and in the fall of 1940 organized 
a committee of its members, known as the Lanham Trade-Mark Bill Committee, 
which consisted of the following personnel : 


Elliott Congleton, of the W. E. MacKay, of the 
B. T. Babbitt Company National Biscuit Company 


H. B. Estrada, of A. C. MacMahon, of the 
Compania Ron Bacardi Borden Company 


J. W. Fischer, of the H. M. McLaren,* of the Standard 
Corn Products Refining Company Oil Company of New Jersey 
S. W. Fraser, of Burroughs, G. M. Porges, of the 
Wellcome (U.S.A.) Ltd. Kaumagraph Company 
C. G. Heylmun, of H. Boardman Spalding, of 
American Radiator Company Spalding Bros. Company 
George Link, Jr., of the J. Collier Weeks, of the 
Bon Ami Company Spool Cotton Company 
H. C. Little, of the W. W. Wilson, of the International 
American Cyanamid Company Business Machine Corporation 
Walter J. Derenberg was Secretary of the Committee. 


During the remainder of the year (1940) this committee held twelve meetings, 
at which the proposed bill was discussed, section by section, and many valuable 
changes and additions were made in the text of the bill (H.R. 6618) which had failed 
of passage during the preceding session of Congress. 

In addition to this committee, the Association suggested the formation of a joint 
or coordinating Lanham Bill Committee to be made up of representatives from six 
other trade and professional organizations, including the National Association of 
Manufacturers. This suggestion was acted upon and the joint committee thus 
created served a useful purpose in ironing out differences of opinion respecting 
certain sections of the measure and uniting the several associations solidly in its 
support. The final draft of the bill having been completed, the committee of the 
Association was dissolved and further handling of the measure given over to the 
Lawyers’ Advisory Committee. This committee, to which all matters of a legal 
nature and relating to the Association’s policies and activities are referred, at present 
is made up of the following attorneys, each prominent in the field of industrial 
property : 

Maxwell Barus Theodore S. Kenyon 
V. D. Broman Ellis W. Leavenworth 
R. W. Byerly Henry C. Little 
Anthony W. Deller A. C. MacMahon 


Franklin M. Depew W. E. MacKay 
Isaac W. Digges Wallace H. Martin 


* Since deceased. 
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Edmund Dill Scotti H. Boardman Spalding 
John C. Pemberton Leslie Taggart 
Karl Pohl Stewart L. Whitman 
Daphne Robert Percy E. Williamson, Jr. 
Edward S. Rogers 
Mr. Sylvester J. Liddy, Counsel of the Association as Chairman 
This committee has held numerous meetings, the first of which were devoted 
to considering the draft of the Trade-Mark Bill framed by the Lanham Bill Com- 
| 


mittee, its last meeting to date having been held on January 12, 1945. 

As our members are aware, the progress of the revised bill since its introduction 
in the House by Representative Lanham on January 3, 1941, has been regrettably 
{ slow. In modified form it passed the House but failed of passage in the Senate. 
On January 6, 1943, it was again introduced in the House by Mr. Lanham (78th 

Congress), passed the House on June 28, 1943, and was sent to the Senate Com- 
mittee on Patents, Senator Pepper, chairman. 

Several hearings were held on the bill, at all of which the Association was repre- 
sented by its counsel, Mr. Sylvester J. Liddy. 

The revised bill was reintroduced by Congressman Lanham on January 22, 
1945, under the title H.R. 1654. It is understood that Mr. Lanham will make every 
effort to obtain consideration of the bill early in the present session. 

For a comprehensive account of the status of the bill, see the article “Lanham 
Bill—H.R. 82 Reported by Senate Committee on Patents” in our December, 1944, 
issue. 

i 


THE RED CROSS BILL 


Last summer the Senate passed S. 469 entitled “An Act to implement the Geneva 
Convention of July 27, 1929, relating to the use of the emblem and name of the Red 
Cross.” It will be recalled that this measure has been before both Houses in the 
ti past on numerous occasions, but that thus far all efforts to have it enacted into law 
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iF have failed. The primary purpose of the bill is, of course, to bring our domestic 
( trade-mark law into accord with the Geneva Convention of 1929. That convention 
Hi provided as follows: 


i The Governments of the High Contracting Parties, whose legislation may not now be 
adequate, shall take or shall recommend to their legislatures such measures as may be 
necessary at all times: 
: ii (a) to prevent the use by private persons or by societies other than those upon which 
At this convention confers the right thereto, of the emblem or of the name of the Red Cross 
or Geneva Cross, as well as any other sign or designation constituting an imitation thereof, 
civ whether for commercial or other purposes: 
; | (b) by reason of the homage rendered to Switzerland as a result of the adoption of 
: the inverted Federal colors, to prevent the use, by private persons or by organizations, of 
the arms of the Swiss Confederation or of signs constituting an imitation thereof, whether 
ith as trade-marks, commercial labels, or portions thereof, or in any way contrary to com- 
mercial ethics, or under conditions wounding Swiss national pride. 





While most other nations have enacted laws in fulfillment of their treaty com- 
mitments, no such law has thus far been enacted by the United States despite renewed 
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efforts on the part of the State Department in this direction. The difficulty found 
to exist in this country was that a number of commercial concerns had lawfully used 
the Red Cross symbol and the Red Cross name prior to the Trade-Mark Act of 
January 5, 1905. That act as amended June 23, 1910, expressly reserves the right 
to continued use of the symbol of the Red Cross to those commercial users which 
had used it before the enactment date of the act. This reservation, however, was 
limited to continued use “for the same purposes and for the same class of goods.” 
The problem of how to deal with these bona fide owners of Red Cross trade-marks 
has caused extended discussion in both Houses. Most earlier bills on this subject 
as well as the present S. 469 recognized that some protection should be granted such 
users and a scheme was finally worked out by which such users were to be given a 
certain statutory period of time gradually to switch from the Red Cross trade-mark 
to a new one and inform the public during such period that the new trade-mark was 
to take the place of the former Red Cross mark." However, strenuous opposition 
was raised against such alleged expropriation of validly acquired trade-mark rights. 
This opposition found expression last summer in an amendment offered by Senator 
Tydings authorizing those whose rights were affected by S. 469 to file a suit before 
the Court of Claims. The Tydings amendment read as follows: 


Any person, corporation, or association that had a right to use and actually used the 
red cross, or whose assignor had a right to use and actually used the red cross, for any 
lawful purpose prior to January 5, 1905, and subsequent to January 5, 1905, but prior to 
the date of enactment of this act, and who deems himself to have been injured thereby, 
may bring an action in the Court of Claims against the United States for compensation 
for such injury. Jurisdiction is hereby conferred upon the Court of Claims to hear and 
determine the claim of any such person, corporation, or association, and, in any case in 
which it determines that such person, corporation, or association has been so injured, to 
render judgment thereon against the United States in an amount not exceeding the amount 
of the financial loss which shall have been suffered or may reasonably be expected to be 
suffered by such persons, corporation, or association, by reason of such injury. 


After extended discussion on the floor of the Senate (see particularly Con- 
gressional Record of April 24, 1944, pp. 3698-3722) the amendment was finally 
defeated. S. 469 as passed by the Senate does not provide for any monetary com- 
pensation for users of the trade-mark Red Cross or the name Red Cross before 
January 5, 1905, but provides in substance that lawful users of the Red Cross mark 
may continue to use it until July 1, 1947. An additional period ending July 1, 1953, 
was provided for to enable such users to choose a new name for their advertising 
and labeling and to inform the public of the change during this period. 

On December 7, 1944, President Roosevelt repeated his endorsement of S. 469 
and stressed the fact that similar legislation has already been adopted in almost all 
convention countries. He expressed the hope that the bill would be passed by the 
House before adjournment. The President’s statement read as follows: 


I hope Congress will find opportunity to act upon, before the close of the present 
session, the pending bill to carry out the provisions of the Geneva treaty. The legislation, 





1. It may be noted here that several of the owners of the Red Cross trade-marks have 
already taken steps in this direction in anticipation of enactment of S. 469. Thus the manu- 
facturers of the Red Cross shoe now offer their shoe under a Gold Cross name in connection 
with the statement that the Gold Cross shoe was formerly known as the Red Cross shoe. 
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when adopted, will prohibit the use of the name and emblem of the Red Cross for com- 
mercial purposes. 

The Secretary of State recommended such legislation at the last session of Congress 
and the bill was favorably reported by the House Committee on Foreign Affairs. The 
Senate has passed the bill. 

Hearings have been had before the House Committee at this session but not concluded. 
Similar legislation has been adopted in all the important countries. 

The Secretaries of War and Navy have emphasized that the passage of the legislation 
was in the public interest and in furtherance of the war effort. The legislation is in no 


sense partisan, having received active support from members of both parties in the House 
and Senate. 


The House Committee on Foreign Affairs immediately took action and reported 
the bill with some amendments on December 11, 1944. The bill as amended did 
not, however, pass the House before Congress adjourned. It is now expected that 
the measure will be passed by both Houses soon after Congress reconvenes. Sec- 
tion 2 of the bill as now amended reads as follows: 


Sec. 2. Notwithstanding the amendments made by this act to Section 4 of such act 
approved January 5, 1905, as amended, any person, corporation, or association that actually 
used or whose assignor actually used the Red Cross for any lawful purpose prior to 
January 5, 1905, may continue to use the Red Cross— 


(1) until July 1, 1950, if such use by such person, corporation, or association would 
have been lawful prior to the date of enactment of this act; and 

(2) during an additional period beginning July 1, 1950, and ending July 1, 1963, in 
the advertising and labeling of any article, (A) if use in the labeling of such article by 
such person, corporation, or association would have been lawful prior to the date of enact- 
ment of this act, (B) if a new trade-name, design, or insignia is used in such labeling, 
and (C) if such use is only of the words “Red Cross,” and only for the purpose of indi- 
cating, in lettering smaller than the new trade-name, design, or insignia, that such article 
formerly was identified by the Red Cross. 


The Committee on Foreign Affairs apparently shared the view of the majority 
of the Senate that the reservations made in Section 2 in favor of legitimate users of 
the Red Cross symbol and name before January, 1905, provide an equitable and 
fair treatment of this group and that no obligation evolves on the United States 
Government to pay “fair compensation” for the gradual expropriation—as Senator 
Tydings had called it—of these trade-mark rights. The House Committee in its 


report emphasized the importance of effective protection for the international symbol 
of the Red Cross Society : 


The committee is of the opinion that the international character of the work of the 
Red Cross Society, its great importance in the alleviation of suffering of soldiers and 
sailors in war, and the universal support which the American Red Cross Society receives 
from the people of the United States, justify an act of Congress making the symbol the 
exclusive property of the American Red Cross Society. 


This objective, in the committee’s opinion, will be achieved by enacting S. 469 
into law and at the same time providing for a gradual discontinuance of commercial 
use of the Red Cross symbol and name in the manner proposed in Section 2 of the bill. 


W. J.D. 





